279 



joined, it is 

Ordered, that pending the tend and i 
termination of this case, defendant, it. 

peons' LTactive conccn withan^ofH 
and hereby are enjoined and restrain, 
manufacturing, selling, offering to sell 
Using or distributing, any knit caps c 
items cf merchandise which bear or 
thereon or on hags, tags, packages or < 
associated therewith, any reproduetior 
terfeit, copy or colorable imitation of ei 
the word -BRUINS" or U) tin- ~W 
shown by U. S. Trademark Registrat, 
872,363 granted July 1. 1969 
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been a failure to fulfill dew-riot ion require- 
ment in 35 U.S.C. 1 12; each ease must be 
decided on its own tacts; thus, instant ques- 
tion is whether application originally Hie;! 
clearly conveyed tn any way to those skilled 

formation that applicants invented analysis 
system with an inert fluid as segmentizing 

description of invention within meaning of 
fsrst paragraph of section Ml, 



skilled in the art knowledge that applicants 
invented an analysis system with a fluid seg- 
mentizing medium; in other cases, particu- 
larly, but not necessarily, chemical eases, 
where there is unpredictability in perform- 
ance; of certain species or subcombinations 

\\ i rl it ifi nu if i i 1 i 

skilled in the art may be found not to have 
been placed in possession of a genus or com- 
bination claimed at a later date in prosecu- 
tion of patent application; it is predictability 
of elements, he they chemical or mechanical, 
which is determinative; since broader con- 
cept of using "inert fluid" would naturally 
occur to one skilled in the art from reading 
applicants' description of use and functions 
of segment ui ng media spcdfitoHy described, 
there is no basis for denying applicants 
claims which recite segmentizing medium 
broadly as "inert fluid," 



to doubt accuracy of quotation from first 
patent as contained in applicants' brief. 

2. Claims — Broad or narrow — In 
general (520.201) 

Construction of specification and 
claims — Comparison with other 
claims (§22.40) 

skilled in the. art to compounds which it :* 
later desired to claim; men; i 
claim limitations does not sugges! i 



By disclosing in patera application a de- 
vice that inherently performs a function, op- 
:rates according to a theory, or has an ad- 
unction, theory, or advantage even though 



. Specification — Sufficiency of disclo- 
sure (S62.7) 



parte rejection under description requirement 
of first paragraph of 35 'U.S.C. 112, the 
right to make a count in an interference, the 



^ — 



.; S7m 



i?« i.spq 



new m.iitfr rtjecium of ■ ! turn 

6. Claims — Indefinite — In general 
<«20.551) 

Ciaims arc noi rejected under first para- 
graph of 35 U.S.C. 1 12 because they recite 
'Thud"' which iru hides »mc "liquids" which 
might not work since such liquids would be 
predictably inoperative and thus would ntvei 
be selected by one skilled in the art; to re- 
quire applicants to exclude such inoperative 
materials would cause failure to compb with 
second paragraph of sc.; lion 1 12 becjuv 
claims would he so detailed as to ..bsturc the 

Particular patents — Analysts Appa- 

Smythe and Sbamos, Automatic Analysis 
Apparatus and Method, claims 34, 3? to 40, 
42 io 44, and 47 to SO of application allowed. 

Appeal fr om Board of Appeals of the Patent 
Office. 

Application for patent of William J. 
Smythe and Morris H. Shamos, Serial No. 
369,695, filed May 25, 1964; Patent Office 
Group t"0. From decision rejecting claims 34. 
37 to 40. 42 to 44, and 47 to 50, applicants ap- 
-d. Baldwin, judge, dissenting in 



which is inert to the liquid" sample irsns- 
initted. The appealed claims arc directed to 
both method and apparatus. 

It; the analysis apparatus a chemical rea- 
gent is automatically added to each discrete 



pa: 



opit 



f the 



the 



wples with the 
intervening portions oi segmenri/im; medium 
i.'c p.ts<i;<i ifc'oiieh the sight pa-.saucwav i.i' ., 
flow cell as a continuous; stream. The 'sight 
i>;i>SH«ewa\ hums pan •>!'.: n.ioriHwtric anatv- 
sis apparatus. Leading segments nf the liquid 
samples, which are arranged in duplicate one 
following another, perform, along with the. 
■.oeinenti/.im; medium, a eternising function 
and each following segment has a volume st 
least equal lo that of the sight passageway. 
When the sight passageway of the flow' eel} is 
fully occupied bv the liquid sample to be ana- 
lyzed, a rtrotdtt f.. r the analvsis. which re- 
ceives its input from the colorimeter, is made 

Representative claims, for the purpose of 
dealing with the rejections, are as follows (em- 
phasis ours): 

34. A method of automatic quantitative 
analysis of a plurality of litjidrj samples each 
disposed in a respective container, wherein 
.said samples are off-taker: by an off-take dc- 



EkjcP. Soke IS it v 1 

both oi At linden, Vs for appellants. 

S. Wm Coc.hr^; (Kavmoind E. Mart-is of 
counsel) for Commissioner of Patents. 

Before Markbv, Chief Judge, Rich, Bald- 
win, and Lane. Associate Judges, and 
Watson, judge. United States Customs 
Court, sitting by designation. 

Rich, Judge. 

This appeal is from the decision of the Pat- 
"i Oft t B tv i nercd to on re 

consideration, affirming the rejection of claims 
34, 37-40, 42-44. and 47-50 of appellants' ap- 
plication serial No. 369,695, filed May 25, 
19b 1 entitled "Automatic AnaivsiS Apparatus 
and Method.'' We reverse. 

The Invention 



, 1 i l II it I L' i 1 1 

medium which, as originally claimed and as 
taught by the specificat ion, is "air or other gas 



flowing si ream 



roe of ai 



aving a sight' passa. 
luding: 



hquid %ampks t thereby to off-take a seg- 
ment of each of said liquid samples and in- 
termediate segments of the inert fluid: 

transmitting said segments oi the liquid 
samples and inert fluid as a flowing stream 
t i i tl ^ I f i 

segments of both the liquid samples and in- 
ert fluid through the sight passageway oi 
the Hen f the u one of at st one fi< 
moeeneous portion of each liquid sample 
being at least equal to the volume of the 
sight passageway of the flow cell 

47, A method of automatic quantitative 
analysis of a plurality of liquid samples each 
disposed in a respective container, wnemn 
sate; samples are off-taken bv an off-take de- 
vice and are transmitted successively as a 
flowing stream to an analytical device in- 
cluding a colorimeter having a flow cell 
with a sight passageway, said method in- 

for each sarcrale container in succession, 
coupling said off-take device to such sample 



•ontamer, and in alternation : herewith, to a 
.ource of an inert gas immiscible with' said 

i i i i ti i if the hquid 

amples and inert gas a, a fbwing stream >c 
aid analytical device, 

egrncnls'nf rh the 1 ^ „ t V.'.l. ' i 'l k 



o the 



cell, 



'measuring the optical density of the liq- 
uid ample , t t u 
sagewnyofthe (W eed: ami 

interrupting die operation of said 
loi o t( ] 1 



is 31. .'57-40, 42. 4 3. and 48-30 .have been 
d for obviousness under 35 V.S.C.. 1 03 
eggs -141 view ,4' hkegas ! : 40 .md for- 
i view of Bmuch. As vvdi be discussed ,n 
r detail .shortty, the examiner and the 



ol what appears t 
undc 33 U.S.C. 



that the .Specification does not enable one 
sailed in the art to use an "inert gas" as a seg- 
mentizing medium in the invention. 

Opinion 

The rejections ami tire positions of the par- 
ties wiil now be dealt with. 

The Section 103 Rejection 

Thus is the type ol case where the invention 
resides in the discovery that an element or step 
whteh .tliesaoiH his .dwacs been inducted m 
prior art apparatus or method can be omitted, 
not mcrelv* with omission of its function bo; 



method invention is known. Appelia 
tend, however, thai the prior 
and method aUv , 
"venting" of the scgmeiuie.ing medium, or 

if oing just pri i s r t h < 
stve liquid samples tbrrmed; the sight pas- 
sageway in the Row cell. 

Although there is some dispute about the 
teachings of the Skeggs T49 uatent. the gen- 
eral nature of the invention and the prior art 
practice of venting or ciebubbling is illustrated 
by reference to a portion of Fig. 3 of that pat- 




adaptable to blood analysis having sampse- 
feeding apparatus similar to appellants' : Liq- 
uid samples Mowing through a'tu.he in a con- 
tinuous stream, the samples being separated in 
the tube by air as a Segmentizing medium, are 
supplied so a colorimeter, which, with a 
recorder, translates coloi ; hanges into a record 
of the amount of a given ingredient m each 
sample. On the way to the colorimeter a rea- 
gent is mixed with each sample to produce a 
color reaction which can be measured by the 
colorimeter. The reagem-treated samples with 
the segmentizing medium, air, interspersed 
therebetween, together Row as a segmented 
liquid stream "into a fluid line 70 leading to a 
transparent plastic flow cell 71 provided' with 
an open chamber." (Emphasis ours.) "A com- 
municating duct 7.3 leads from the lower end 
(opt i 1 ' 7 i ir' mud cvi ndricai 
passage 74" (emphasis ours) wherein the 
photometric analysis is performed by record- 
ing the v;ir<arinns m light teceivee by the 
phototube From the h ran 31 Venting of 
the segmentizing i medium frmr, , stream 
is claimed in claim 10 of Skeggs "149. The 
open i - ir ,b< - ' i lU i s >. ! > it ,, r |„ 
point at which this venting takes place Pre- 
sumably she tints shown in the open chamber 
are the draftsman's way o- representing rising 



bi.si.ii.it':, of the segmentizing n 
a gas entrained in a liquid ' 



[fiuid}, the specification provides no ante 
ent basis or description' of such fluids 
therefore does not support the claims/' 



nons, appellants' spcclhaatinn tells us, 0 f 
"sep«ratine one jiiquid] sample from another 
in ;he apparatus and tor washing the c»tidiiii? 
md the H. il * * * t'b senrial functiea 
of , separating, discrete maniples from each oi 



icdmt 



s the 



the "Board's 
th: p cpettsl 



This quality >s precisely 
:iteaily and of a liquid" 



invention sn thai; specification.- The solicitor, 
explaining the basis of this rejection on tin 
facts of this case, lakes trie position that 
"where (he description of the' invention is 
narrower than the scope of protection sought 
by the claims * * * the claims may be rejected 
irr Sei ioi p u igrap - . thong! 

the term 'fluid' embraces both 'liquid' and 
'gas' * * * and even though it 'would not en- 
compass undue experimentation to arrive at a 
satisfactory method and structure to employ 
liquid and gases other than air' * * *." As the 
solicitor notes in his brief 

The important point here is that appel- 
lants did not recite the use of 'fluid' broadly 
as a segment nig medium in cieu rihing their 
inveiiticn. * * * 

Insofar as the. term 'fluid' in claims 34, 
37-40, -S3 and 44 em ompaises lipoids, inert 
is no deuriptum thereof ie. appellants' spec- 
ification. 

| 3 ] We cannot agree with the broad prop- 
osition, apparent in the above quoted lan- 
guage, that in every ease where the 'description 
of the invention in the specification is 'nar- 
rower than that in the claim there has been a 
failure to fulfill the description requirement in 
section i 12. Kaeh case must be decided on its 
own facts. The question which must he an- 
swered is whether Uie application originally 
hied tn the Patent Office clearly conveyed in 
any way to those skilled in the art, to whom it 
is addressed th nfi i ttit iha >< 
invented the analysis system with an inert 
I 1 i i -r i i t ii-, T 

Ruschig, 54 CCPA 1551. 3?9 F 2d 990, 154 
USPQ 158 (1967). If it did. then appellants 
have made a written description of their in- 
vention within the meaning 'nf the first para- 
graph of 35 U.S.C. 1 12. Let us look at the de- 
scription of the invention in the original 



skilled 



icl.ii! 



As teach that it is the very charac- 
teristics of fluids which are needed in a seg- 
mentising medium here. We note also that the 
prior an Kcssler patent \o 3,047,367, issued 
in 1962, made of record by appellants here 
and before the examiner, shows the use of a 
liquid segmentizing and catansing medium in- 
stead of "air or other inert gas'' in a system 
entitled "Automatic Analysis With Fluid Seg- 
mentation." in that ptttent it is stated that: 
In accordance with the present invention 
and pursuant to one of the objects thereof, 
the use of air or whet inert eas as the 
cleansing agent is dispensed with and re- 
placed Ia a liquid, in order to obviate cer- 
tain dillii mties which rtsav be encountered 
when air or other compressible fluids are 

Wr believe that the u-e of an inert fluid 



mod ti 



t appellants' descrip- 



I78JJSPQ _ A; reSmMhi 

been ilaced in posse n ol r( - c f 

cu'iun of a p i i, See, lor ex 

ample In re DiLeone '(DiLeone 11). SS CCPA 
)14 43 F 2d 1033 168 LSpQ 598 I« "! 
and In re DiLeone (DiLeone l\ 58 CCPA 
975 456 F.2d 1-504, 168 USPQ 59?- (WD. 
where judge Baldwin, in dissent, stated at 3 & 
CCPA at "929, 436 F.2d at 1406-0?, 158 
USP< ) r ' I- ' 

In the east; before us, ;he- Patent Office 



avals a 



io must he presumed s> 



to be skilled it 



,e peer 



;., tm . . uunaiy— have dwpwed the fact that 
lh I i { hi I r i i I ' 

uaioo, from h mi * 1 tt 
tton. Keeping in mind the well-known un- 
, . h t t , .1 h nit n 1 ' e 

'in, Tit v rt I- it r Ml 

i the hi I I 1 t (- 

iants have not contradicted this position. 

f-Vlinc. as 1 do. that the desei i'jt ion re- 

quiremcm .-diouhj .serve to assure that one of 

ordinary ski:! in the pertinent err will i.) 

fact, be 'taught bv a specification disclosure. 

1 conclude hint the disclosure before us does 
, icjutili , f net matter 

being chinned. [ Footnote omitted.} 
Here, however, where the broader concept oi 
usine "inert fluid" would naturally occur to 

i killed ;r it it cllan 

(ieserintaoii of the use and functions o; the stsc- 
mt i, , , 1 , ( 1. il 1 i orbed we see 
,„ |i,ss • ,r kit it' op 1! it • 'I ' •/ 

1 || , < 1 i i r , I 

as an "inert fluid." The alternative places 
.upon patent applicants, the Patent Office, and 
the public the undue burden ol listing in me 
.•ace of applicants, readme and examining, in 
,|,. i ,w , th Patei Office md . ititu md 
storing, in the case of the public, descriptions 
of the very many structural or luncuonat 
equivalents' of disclosed dements or steps 
wh ri " oh id Ltd i ic minds ol th < 
ski A in tf trt id' I nstant recall upon 
reading the descriptions of specific elements or 



•mdShamos ?AZ > 
tton that to such persons appellants' descrip- 
tion conveys the idea of using inert fluids 
broadly. 

A hypothetical situation may make our 
poii ■ clear il tht a; trinaf specifii it n ol : 
patent application on the scales of justice dis- 
closed only a I -pound -lead weight" as a 

uiitert i e to determine trie ht ol 
pound of flesh, we d t io' i ipp ica u 
should he prevented hy the so-called "descrip- 
tion requirement'* of the hrsi paragraph o! 

n , tht pr t =.tinst new maitei 
of § 132, from later claiming the counterbal- 
ance as a "metal weight" or simply as a 1- 
pound "weight," although both "metal 
weight" and •'weight" would indeed be pro- 
gressively broader than "lead weight," tnclud- 
10° even such an undisclosed, but obviously 
art-recognized equivalent, "weight" as a 
pound of feathers The broader claim lan- 
_i ii ,i ul h, t to 1 I if th 
ho j ! t J t . i the i id weight 

as a scale counterbalance in the whole dis- 
closure would immediately convey to any per- 
son skilled in the scale art the knowledge that 
the applicant invented a scale with a 1-pound 
cour.tei balance weight, i 



sieps 
We 



iet ha 



v, nt . i medium describ 
pecification which would sc 
i skilled in the art that app 



ly. The Kess 
, th 'on 



,. Likev 



find u 



description of the use and 1 
mentwaug medium winch wouhl c 
skilled in hue sample-analysis ar 
edge thai applicants invented , 



i of the seg- 
invey to one 
the knowl- 
ipie ana- 



lyzer with an inert fluid scgmeri!;7.mg 
dium. 

[5 1 Turning to the precedents, m in re 
Reynolds, 58 ('CPA 1?*T 443 F.2d 384, 170 
USPQ 94. 98 (107 I u this court quoted with 
approval the follow-in* from the opinion in 
Technieon Instruments Corp. v. Coie In- 
, n, i n, 255 F.S r 030 1 > USPQ 
NT II 'mi I'd 83 E I 
SPQ5 if. 1967 

By disclosing ir t p^em p i 1 
device that inherently performs a function, 
operates according to a theory, or has an ad- 
vantage, a patent applicant necessarily dis- 
closes thai function, theory or advantage 
even though he says nothing concerning it. 
The application may later be amended to 
recite the function, theory or advantage 
without introducing prohibited new matter. 
We agree with thai statement, whether, as 
here, in the context of an ex parte rejection un- 
| t, , eruption eqi.orrmem f the first 
paragraph of § 112, the right to make a count 
in an interference. VVooiter v Carlson, ->4 
CCPA > ? 56" i 2d 436 15! USPQ 40/ 
h t 1 I ' 



In r< Smylke 
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with the requirements of the firs: ojr ><>raph (> f 
* "2. hi rcLukarh :-.bCCf \ ;2> iV'F >'(( 
967. 169 U.SFQ 70s (1971), or a new matter 
rejection of the claims as discussed in Tee her- 
eon ' Sec hi re Wrktead. -<"> ( C\>\ \ 4f , } 
F.2d 11)0, 174 USPQ 44 9 ( 1 972), a new mat- 
ter case .uii- Fields v Cor.m-Tr, 5H CCPA 
1366, 1372-74, 443 F.2d 1386. 1391-92 170 
USPQ 276, 279-80 (1971), as involving the 
written <;eser;|jtmn retirement in a:vnh<- r 
eontext. 

The board also rested -he alleged failure or 
'.he speti beat ion to describe the 'invention on 
possible inclusion of inoperative embodiments 
of the invention using ' inert fluids" which it 
conceived. The board 'stated (emphasis ours): 
The term ''inert fluid" encompasses <ol- 
area materials adherent to the walls of 'he 
■sight tube, thus to lender apoellants* proc- 
ess inoperative, as well as liquid weU.mg 
agents, which appellants disclose * * * must 
be absent for proper operation. Thus not 
only tines the spc'i ifiear ae; hail to Nippon 
the tneihinl ..nd apparatus i b.imed. where .i 
fluid other than ' 



nd Shamox 



....12£ L'SPQ 



lenais km 



claims '-as to exemde-na, 
•en to be moperanve and | which! 

•- , ">.' ski'leun: the ar; would not irv" 

would result in claims whith would f>i| 
comply with 35 (J SC. ]12. second p sr ' 
graph, Detause thev would he so detail, r j' is I 



■ rather than 
and disiinctlv cl.v 
Myers, 56 CCPA 



.kirk 



In 



uspq'oo* .p't.o, 1|; ;;; le ;,', v .i ; " h ., l ;', r ;; v ^ , jJ :^ 

re Anderson.. 4/1 F.2d 123?, ;76 'iJSPQ 3-.< 
<(:< pa to: ;. u;„ ,< _<•_. _ .. Ki ,J> 



(CCPA 1973i.Wcthi 
the board that the r 
paragraph of s 112 i 
because the broader 
some "liquids" which 



U.ST 
that w 
the.se cia 



"far 



-50 have been rejected under 35 
paragraph one, on the ground 



the r 



; .„ I::.: 



"/•••"'-n'--a j'.Uldi. App,;l;u;!s- < 

in its failure to provide anlercdi 
"inert fluid," renders it imposs 
skilled in this art to determine \ 
nl fluids are u-,ft;;; ,,»<j which 



We c 



e !,.,M'. (.:.„ 



ord ! 



premise that the 
!hc claim so broad ^ w 
fluids, or the board's cont iiision :h 
any lack of antecedent basis for " 
makes it impossible t« detenmm- » 
of fluids arc useful :n the inumtm' 
[6J The use here of any part 
u;ds' which would be inoperative, 
examples given bv the board- "eo 
rials," mater.uk -'-adherent to the 
sigh! tube," and "liquid wetting 
would be predictably inoperative 
vention and thus would never be 
one skilled in the art. As we have > 
it is almost always possible to so 
claim as to haw it -eati an inopei ;ti 
ments. In re Cook. 58 CCPA 11149 !ij.S4 43<; 
F.2d 730, 734, >69 USPQ 298, 301 (1971), 
but the alternative of requiring an applicant to 

5 The paragraph of the above Technicon quota- 
iion concludes with the sentence: 

!:■ any cunt, the !aci that the Palent Office al- 
lows such an aiaendment wu.v.m ob-union 
thereto as new nniiee : W ;i;, : r, :he a,..„- ; ',-c w 
X«.e3Sl..S.<:..s l32)i S em 1! ;ed!.-. ,-.,,-,-:,n, 
weight v previmptm ofecrrrchesi. 
We note that here. too. ,he Patent Office made r.o 
new rnattei f election of the .ante,,,,.,.- a! \f : >: prelimi- 
narv a.wm>tr»em re. una; ih. -earner,;;,:;,;: na-nnr- 
as an "men liuid " See ViPEP 608 04(b) ' 



th. 



se use of gases other than 
>,... «.ym.o.i/inr/ medium, the specifi- 
;at:on allegedly does not enable one skilled in 
:he art to "make and use" the invention. The 
ipeYstic.u.e.rt shows ihc .c-memi/m.; im-dumi 
is no which ;s aspirated from the atmosphere 
ait'i'iwnidii:" the apparatus. The Patent Office 
josition is that the use of an inert Kas other 
hanffie air ;s not taught by the specification 
one skilled in 



• ■ nr.:. 



e the ir 



.ere, as thev did before 
the Patent Office, thai the Skeges ; 149 patent 
suggests that any medium, liquid ot gas, car, 
oe inrroduacd along a Dump tube bv e.»;.. 
net nog the upstream side of the :;urnp tube to 
(he source of the medium. This Skcggs refer- 
ence, as appellants pom; out. shows i series of 
openings lor incoming fluid lines which lead 
: of liquid or air, and appel- 



ate: bet'or 



lams tell- us that 

method and sltui.iur 

agrnmeio with ;tt;.;i 
kowski 57 CCPA 9 
USPQ 64 2 (1970;. 



would r, 



lo employ liquid and 
We find ourselves in 
ants. See In re Bor- 
422 F 2d 904. 164 

ms 34. 37-40, 43. 44, 



•aio samples ' r:.".tn$ • i t T u,i. ,ih-. 
only a g.-, s which h: ineri with resjioc 
-..ae.pli- At least '-i-iein the '--tciaa] « 
scitmenri/i-g :■„::!,... ;| . „ a, --et'.hed as 

"lite so;i.-:t..i ,;i,;e ; , ih j; ''' .o;' II. 
ptvsc.-it purposes, the enahlemcnt re 
spei ifically t.i the use of a ir-.s othei 

tVe.ni the barremiciittc; .(Uiicsphere- u <j, 
whelitev e tj ,- hetnicali; „- inert gas 



[78 USPQ lr L 

d n<! 47 ,0 inder ^ I -i J in 

The decision of the board is rewr 
ail claims nn appeal. 

Baldwin, judge dissent iae a) par 
I would affirm the rejection of c! 
VJ-40. 43 and 44 under the first par: 
section 1)2 of the statute, The critica 

tr purposes may consider c« tt 



up • 



it the : 



it least as large as the volume of the flow 
f 1 ler t ih hesa i I ruid 

sample and the need for removal of a com- 
jjatativrlv i if gft isutnber of a;> bubble- arc 
>bviated.' 

iroughout the specification, only inert gas 
:i, more often, air, which is used in the pee- 
red embodiment, are mentioned as se^mm- 
i!io mediums. There ;:> e.o further disc ussam 
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ification need not be burdened with those de- 
tails which are already generally known in the 

it iH t 1 t I ' 1 

law or logic who can be expected to in- 
vtterateiy expand each nuance contained in a 
peci n I i to pyrami. if i osi 
genera: level of specialized knowledge which is 
required of him. not genius. 

As ( ' ■ the majority's speculation thai the 
washing function of the segmentizing medium 
would "be "better performed using liquid 
rather than, gas," it is not only not supported 
by the record, but b also contrary to the impli- 
cations of the only pertinent -cachings in the. 
record Kessl invent ' s to use 

a hquvi segmentizing medium, rathei than a 
states as follows (emph ipp!i< ti 
If! accordance with the present invention 
and pursuant to one of the objects thereof, 
the use of air or other inert gas as the 
cleansing agent is dispensed with and re- 
placed by a hquid, m order to obviate cer- 
tain difficulties which may be encountered 
when air or other compressible fluids are 
employed as the cleansing agents. In this 
connection, it will he understood that in 
most instances, the use of air as the cleans- 
ing agent u to be preferred because il at 
r << • ^ , ' K ,-nd is ;e,x; 
■ay available, without tost, from the ambient 
atmosphere. However, in certain processes, 
e.g.. m spearal-rbrm: analyse*, 'be emu- 
possibility of »u or oilier mart gas may re- 
sult in pupations of the liquid introduced 
into the spectral flame and thus cause the 
flame to flicker oi be unsteady This objec- 
tionable resu t s el ii i a t i it ' 
invention, since liquid is incompressible. 
In the final analysis, 1 believe that support 
for the majority's position reduces to the exist- 
ence of the Kesslei patent, which. 1 agree, is 
some evidence thai the knowledge that liquid 
segment i.-irig mediums t an he used was para of 
the general level of skill in this art. The ques- 
tion becomes whether this evidence is enough 
on the facts of this ease to establish thai the use 
of liquid segmentizing mediums was general!) 
known in this art 1! is. then appellants are 
entitled to claims directed in the use of fluids 
(or tor that matter to liquids, which as a prac- 
tical matter is the same thing here) even 
though appellants never mentioned these em- 
bodiments in their specification as filed, at 
least insofar as the description requirement is 
concerned. Of course, it must be generally 
known— -the statute directs the specification to 
those skilled in the art, not just to one or two 
practitioners who might happen to know it. 
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Before us we have appellants" specification, 
which is very stticib limited to "an or other 
i i tl | 'I in in 

item oi 'rhtr.l 1 he -jaa lie ., 

important. The record before us contains 
twenty-five patents, twenty-lout of which have 
disclosures which are limited m an. or other 
Inert gas in a manner similar to appellants' 
disclosure. To me that indicates thai the only 
i i t /i 1 

h tqu I in ' ' L ( "" ' ' f 

n i a i r < i h in f !idi< it. i tin 
eta! knowledge of those skilled in the art. 

I would theiefoie affirm the rejection of 
claims 3-1, 37-40, 43 and 44 
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Flynn v. Eardlev, Stgckkr. 

No, 8865 Decided June 28, 1973 

PATENTS 

1, Specification — Sufficiency of disclo- 
sure {§ 62.7) 

It is not necessary to name claimed com- 
pounds in order to comply with first para- 
graph ef 33 LS.C 112. further preference 
for .spec-.fic claimed compounds is not neces- 
sarily a requirement, however, spea -ification 
must contain adequate direction which 
reasonably leads skilled in the art to com- 
pounds which it is iater desired to claim; a 
discussion of preferences for various aspects 
of the invention may be ore way in which to 
supply such direction. 

Particular patents — Cep h 3! o r I d in e 

3,280,118, Eardlev, Stocker, and Long, 
, epl i 1 1 i S iwarctt ric ritv against 
Flynn application. 



Apnea! from Board of Patent Interferences 
of the Patent Office. 

Patent interference No 96,095 between Ed- 
win H. Flynn, application. Serial No. 



